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DETAILED ACTION 



Information Disclosure Statement 

In the Final Rejection mailed October 14, 2004 the Examiner indicated that the 
information disclosure statement filed July 2, 2004 failed to comply with 37 CFR 1.97(c) 
because it lacked a statement as specified in 37 CFR 1 .97(e). After receiving the Office 
action, applicants' attorney, Mr. Richard Barth, called the Examiner and pointed out that 
the applicants had paid the fee set forth in 1 .1 7(p), that in view of the payment of the fee 
no statement under 37 CFR1 .97(e) is necessary and that the Examiner should have 
considered the IDS. The Examiner reviewed the IDS and the Office action and agreed 
with Mr. Barth. It was agreed that the Examiner would evaluate the IDS, rewrite the 
Office action, re-mail the Office action and restart applicants' period for response. The 
following is the new Office action. 



Specification 

1 • The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 
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Claim Rejections • 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1 , 2, 5 to 44 and 77 to 96 are rejected under 35 U.S.C. 1 1 2, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

I. Claims 1, 6, 11, 14, 16, 17, 21, 22, 26, 31, 36, 41, and 43 are indefinite in 
view of the claim language the "alloy is subjected to a solution heat treatment 
and an aging treatment" (for example claim 1 , lines 5 and 6, emphasis added by 
the Examiner). The use of the word "is" renders this claim language unclear in 
that it is not clear whether the claimed alloy has actually been "subjected to a 
solution heat treatment and an aging treatment" or whether the claim language 
merely means that the claimed alloy is capable of, or will sometime in the future, 
be "subjected to a solution heat treatment and an aging treatment". This 
rejection can be overcome by changing "is" to the phrase -has been-. 

II. In like manner, claim 77 is indefinite in view of the claim language, "gold 
alloy which is worked" (claim 77, line 2, emphasis added by the Examiner) and 
the language "is subjected to a solution heat treatment...." (claim 77, line 6, 
emphasis added by the Examiner) The use of the word "is" renders this claim 
language unclear in that it is not clear whether the claimed alloy has actually 
been subjected to the recited processing step or whether the claim language 
merely means that the claimed alloy is capable of, or will sometime in the future, 
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undergo the recited processing step. This rejection can be overcome by 
changing each occurrence of "is" to the phrase -has been-. 

III. Further, claims 80 to 92 are indefinite are indefinite in view of the claim 
language, "the solution heat treatment is carried" (for example, claim 80, line 2, 
emphasis added by the Examiner) and the "the aging treatment is carried" (for 
example claim 80, line 3, emphasis added by the Examiner). The use of the 
word "is" renders this claim language unclear in that it is not clear whether the 
claimed alloy has actually been subjected to a solution heat treatment and an 
aging treatment or whether the claim language merely means that the claimed 
alloy is capable of, or will sometime in the future be "subjected to a solution heat 
treatment and an aging treatment". This rejection can be overcome by changing 
each occurrence of "is" to the phrase -has been-. 

IV. Claims 8, 13, 18, 23, 28, 33, 38, 93 and 95 are in definite in view of the 
use of the phrase, "is formed of a cast alloy" (for example claim 8, line 3). It is 
not clear whether this phrase means that the claimed member is in the form of a 
cast alloy or whether the claimed member is formed from a cast alloy but is not 
necessarily still in the cast form. 

V. Claims 9, 14, 1 9, 24, 29, 34, 39, 94 and 96 are in definite in view of the 
use of the phrase, "is formed of a worked alloy" (for example claim 9, line 3). It is 
not clear whether this phrase means that the claimed alloy member is a worked 
alloy or whether the claimed member is formed from a worked alloy but is not 
necessarily still in the worked form. 
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Claim Rejections - 35 USC § 102/103 

3, The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
States °" * ' n C0Untry ' m ° re ^ °" e y6ar Pfi0r '° * he date ° f ap P |ication for P atent in th e United 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 and 77 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Hosoda et al. (Hosoda, Great 
Britain Document No. 2 1 16 208 A, cited in the IDS submitted July 2, 2004). 

Hosoda teaches specific example alloys having compositions that are 
encompassed by the instant claims (page 4, table 1-2 Sample Alloys 19 to 21). 

The claims and Hosoda differ in that Hosoda does not teach hardness values 
and Young's modulus values recited in applicants' claims nor the process steps recited 
in applicants' product by process claims. 

However, one of ordinary skill in the art at the time the invention was made would 
have considered the invention to have been obvious because the specific example 
alloys taught by Hosoda have compositions that are encompassed by the instant claims 



Application/Control Number: 10/090,282 
Art Unit: 1742 



Page 6 



and therefore Hosoda's example alloys would be expected to posses all the same 
properties as recited in the instant claims, In re Best, 195 USPQ, 430 and MPEP 
2112.01. 



"Where the claimed and prior art products are identical 
or substantially identical in structure or composition, or are produced by 
identical or substantially identical processes, a prima facie case of either 
anticipation or obviousness has been established, In re Best .195 USPQ 
430, 433 (CCPA 1977). When the PTO shows a sound basis for 
believing that the products of the applicant and the prior art are the same 
the applicant has the burden of showing that they are not.' In re Spada 15 
JJSPQ2d 655, 1658 (Fed. Cir. 1990). Therefore, the prima facie case can 
be rebutted by evidence showing that the prior art products do not 
necessarily possess the characteristics of the claimed product In re 
Best,195 USPQ 430, 433 (CCPA 1977)." (emphasis added by the 
Examiner) see MPEP 2112.01. 

Regarding the process steps recited in applicants' product by process claims it is 
the Examiner's position that the recited process steps do not necessarily lend 
patentability to the claimed product, MPEP 21 13. 



"[E ]ven though product-by-process claims are lim - 
ited by and defined by the process, determination of 
patentability is based on the product itself. The patent- 
ability of a product does not depend on its method of 
production. If the product in the product-by-process 
claim is the same as or obvious from a product of the 
prior art,the claim is unpatentable even though the 
prior product was made by a different process " In re 
Thorpe ,777 F.2d 695,698,227 USPQ 964,966 (Fed 
Cir. 1985. 



It is noted that the use of a rejection under 35 USC 102/1 03 for product by 

process claims as set forth above has been approved by the courts, see MPEP 21 13. 

"[T ]he lack of physical description in a product-by- 
process claim makes determination of the patentabil - 
ity of the claim more difficult, since in spite of the fact 
that the claim may recite only process limitations, it is 
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the patentability of the product claimed and not of the 
recited process steps which must be established. We 
are therefore of the opinion that when the prior art dis - 
closes a product which reasonably appears to be either 
identical with or only slightly different than a product 
claimed in a product-by-process claim, a rejection 
based alternatively on either section 102 or section 
103 of the statute is eminently fair and acceptable. As 
a practical matter, the Patent Office is not equipped to 
manufacture products by the myriad of processes put 
before it and then obtain prior art products and make 
physical comparisons therewith." In re Brown 
459 F.2d 531,535,173 USPQ 685,688 (CCPA'l972). 

5. Claims 41 to 44, 90 and 91 are rejected under 35 U.S.C. 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over each of Uchiyama et al. 
(Uchiyama, US Patent No. 6,123,786) or Ogasa (US Patent No. 6,063,213). 

Each of these references teaches at least one specific example alloy having a 
composition that is encompassed by the applicants' claims (Uchiyama, columns 3 and 
4, Table 2, Sample 19, columns 5 and 6, Table 3, Sample 26 and Table 5, Sample 43 
and Ogasa, columns 7 and 8, Table 1, Alloy No. 7 and Table 2, Alloy Nos. 2, 10, 11 and 
13 to 18). 

The claims and the references differ in that the references do not teach hardness 
values and Young's modulus values recited in applicants' claims nor the process steps 
recited in applicants' product by process claims. 

However, one of ordinary skill in the art at the time the invention was made would 
have considered the invention to have been obvious because the specific example 
alloys taught by the references have compositions that are encompassed by the instant 
claims and therefore these example alloys taught by the references would be expected 
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to posses all the same properties as recited in the instant claims, In re Best, 195 USPQ, 
430 and MPEP 2112.01. 

"Where the claimed and prior art products are identical 
or substantially identical in structure or composition, or are produced by 
identical or substantially identical processes, a prima facie case of either 
anticipation or obviousness has been established, In re Best 195 USPQ 
430, 433 (CCPA 1977). 'When the PTO shows a sound basis for 
believing that the products of the applicant and the prior art are the same 
the applicant has the burden of showing that they are not ' In re Spada 15 
USPQ2d 655, 1658 (Fed. Cir. 1990). Therefore, the prima facie case can 
be rebutted by evidence showing that the prior art products do not 
necessarily possess the characteristics of the claimed product In re 
Best,195 USPQ 430, 433 (CCPA 1977)." (emphasis added by the 
Examiner) see MPEP 2112.01. 

Regarding the process steps recited in applicants' product by process claims it is 
the Examiner's position that the recited process steps do not necessarily lend 
patentability to the claimed product, MPEP 2113. 



"[E ]ven though product-by-process claims are lim - 
ited by and defined by the process, determination of 
patentability is based on the product itself. The patent- 
ability of a product does not depend on its method of 
production. If the product in the product-by-process 
claim is the same as or obvious from a product of the 
prior art,the claim is unpatentable even though the 
prior product was made by a different process " In re 
Thorpe ,777 F.2d 695,698,227 USPQ 964,966 (Fed 
Cir. 1985. 



It is noted that the use of a rejection under 35 USC 102/103 for product by 

process claims as set forth above has been approved by the courts, see MPEP 21 13. 

"[T ]he lack of physical description in a product-by- 
process claim makes determination of the patentabil - 
ity of the claim more difficult, since in spite of the fact 
that the claim may recite only process limitations, it is 
the patentability of the product claimed and not of the 
recited process steps which must be established. We 
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are therefore of the opinion that when the prior art dis - 
closes a product which reasonably appears to be either 
identical with or only slightly different than a product 
claimed in a product-by-process claim, a rejection 
based alternatively on either section 102 or section 
1 03 of the statute is eminently fair and acceptable. As 
a practical matter, the Patent Office is not equipped to 
manufacture products by the myriad of processes put 
before it and then obtain prior art products and make 
physical comparisons therewith." In re Brown , 
459 F.2d 531,535,173 USPQ 685,688 (CCPA'l972) 



Claim Rejections - 35 (JSC § 103 

6. NOTE: The Examiner's reasoning regarding each of the following rejections is 
the same, therefore it will be stated once after all the statements of the rejections have 
been set forth. 

Claims 1, 2, 5, 77 to 80 and 92 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hosoda et al. (Hosoda, Great Britain Document No. 2 1 16 208 A, 
cited in the IDS submitted July 2, 2004). 

Hosoda teaches a gold alloy having a composition that overlaps the alloy 
composition recited in each of applicants' claims (page 1, lines 38 to 49). 

7. Claims 1 , 2, 5, 77 to 80 and 92 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ogasa (US Patent No. 6,063,213). 

Ogasa teaches an alloy having a composition that overlaps the alloy composition 
recited in the instant claims (Ogasa, column 2, lines 43 to 56 and line 66 to column 3, 
line 5). Ogasa also teaches solution heat-treating and aging the alloy at temperatures 
that overlap the solution heat treatment temperature and aging temperature disclosed in 
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applicants' specification and recited in applicants' claims 80 and 92 (column 2, lines 56 
to 62). 

8. Claims 1 , 2, 5, 16 to 20, 36 to 44, 77 to 80, 83, 84 and 89 to 92 are rejected 
under 35 U.S.C. 103(a) as being unpatentable over each of Japanese Patent Document 
No. 8-31253 (Japan '253) or Japanese Patent Document No. 11-126788 (Japan 788, 
each these references was cited in the IDS submitted April 4, 2003). 

Each of the references teaches an alloy having a composition that overlaps the 
alloy composition recited in the instant claims (See the Abstract of each of these 
references). 

9. Claims 1 , 2, 5 to 1 0, 26 to 30, 41 to 44, 87, 90 and 91 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Muragishi et al. (Muragishi, US Patent No. 
5,518,691 cited in the IDS submitted March 4, 2002). 

Muragishi teaches an alloy having a composition that overlaps the alloy 
composition recited in the instant claims (Abstract and column 2, lines 15 to 28 and 48 
and 49). 

10. Claims 1 1 to 15, 21 to 25, 36 to 40, 82, 85, 86 and 89 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Japanese Patent Document No. 2000- 
034529 (Japan '529, cited in the IDS submitted March 4, 2002). 

Japan '529 teaches an alloy having a composition that overlaps the alloy 
composition recited in the instant claims (Abstract). 
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1 1 . Claims 6 to 10, 26 to 30, 81 and 87 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Japanese Patent Document 63-020426 (Japan '426, cited in the IDS 
submitted March 4, 2002). 

Japan '426 teaches an alloy having a composition that overlaps the alloy 
composition recited in the instant claims (Abstract). 

12. Claims 31 to 35 and 88 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chemical Abstracts 124:63442 (Chem '442, cited in the IDS 
submitted March 4, 2002). 

Chem '442 teaches an alloy having a composition that overlaps the alloy 
composition recited in the instant claims (Abstract). 

In each of the rejections set forth immediately above under the heading, "Claim 
Rejections - 35 USC § 103" the claims and the references differ in that the references 
do not teach the exact same alloy proportions, process steps or hardness values and 
Young's modulus values recited in applicants' claims. 

However, one of ordinary skill in the art at the time the invention was made would 

have considered the invention to have been obvious because the alloy proportions 

taught by each of the references overlap the instantly claimed proportions and therefore 

are considered to establish a prima facie case of obviousness. It would have been 

obvious to one of ordinary skill in the art to select any portion of the disclosed ranges 

including the instantly claimed ranges from the ranges disclosed in the prior art 

reference, particularly in view of the fact that; 

"The normal desire of scientists or artisans to improve 
upon what is already generally known provides the 
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motivation to determine where in a disclosed set of 
percentage ranges is the optimum combination of 
percentages", In re Peterson 65 USPQ2d 1379 (CAFC 2003). 

Also, In re Geisler43 USPQ2d 1365 (Fed. Cir. 1997); In re Woodruff, 16 USPQ2d 1934 
(CCPA 1976); In re Malagari, 182 USPQ 549, 553 (CCPA 1974) and MPEP 2144.05. 

Regarding the hardness and Young's modulus values recited in the claims, it is 
the Examiner's position that because the alloys.taught by the references have 
compositions that overlap the instantly claimed alloys, one of ordinary skill in the art at 
the time the invention was made would have expected the alloys taught by the 
references to posses all the same properties as recited in the instant claims, In re Best, 
195 USPQ, 430 and MPEP 21 12.01 . 

"Where the claimed and prior art products are identical 
or substantially identical in structure or composition, or are produced 
by identical or substantially identical processes, a prima facie case 
of either anticipation or obviousness has been established In re Best 
195 USPQ 430, 433 (CCPA 1977). 'When the PTO shows 'a sound ' 
basis for believing that the products of the applicant and the prior art 
are the same, the applicant has the burden of showing that they are not ' 
In re Spada,15 USPQ2d 1655, 1658 (Fed. Cir. 1990). Therefore, the 
prima facie case can be rebutted by evidence showing that the prior art 
products do not necessarily possess the characteristics of the claimed 
product. In re Best, 195 USPQ 430, 433 (CCPA 1977)." (emphasis added 
by the Examiner) see MPEP21 12.01. 

Regarding the process steps recited in applicants' product by process claims it is 

the Examiner's position that the recited process steps do not necessarily lend 

patentability to the claimed product, MPEP 2113. 

"[E ]ven though product-by-process claims are lim - 
ited by and defined by the process, determination of 
patentability is based on the product itself. The patent- 
ability of a product does not depend on its method of 
production. If the product in the product-by-process 
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claim is the same as or obvious from a product of the 
prior art, the claim is unpatentable even though the 
prior product was made by a different process." In re 
Thorpe ,777 F.2d 695,698,227 USPQ 964,966 (Fed 
Cir.1985. 

Response to Arguments 

1 3. Applicant's arguments filed July 2, 2004 have been fully considered but they are 
not persuasive. 

Applicants' argue that the references do not teach solution heat-treating and 
aging the disclosed alloys and therefore the alloys of the references do not achieve the 
high hardness and high Young's modulus of the applicants' claimed alloys. The 
Examiner is not persuaded. 

Regarding the process steps recited in applicants' product by process claims it is 
the Examiner's position that the recited process steps do not necessarily lend 
patentability to the claimed product, MPEP 21 13. 

"[E ]ven though product-by-process claims are lim - 
ited by and defined by the process, determination of 
patentability is based on the product itself. The patent- 
ability of a product does not depend on its method of 
production. If the product in the product-by-process 
claim is the same as or obvious from a product of the 
prior art, the claim is unpatentable even though the 
prior product was made by a different process." In re 
Thorpe ,777 F.2d 695,698,227 USPQ 964,966 (Fed 
Cir.1985. 

Claims 6, 7, 10 to 12, 15 to 17, 20 to 22, 25 to 27, 30 to 32, 35 to 37, 40 and 81 
to 88 are silent with respect to the hardness and Young's modulus of the alloy. 
Although the claims are interpreted in light of the specification, limitations from the 
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specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 
USPQ2d 1057 (Fed. Cir. 1993). 

Applicants have not supported their allegation that the solution heat-treating and 
aging steps recited in their claims cause the claimed alloys to achieve high hardness 
and high Young's modulus that the prior art alloys do not possess. "It is well settled that 
unexpected results must be established by factual evidence. Mere argument or 
conclusory statements in the specification do not suffice." In re Deblauwe, 222 USPQ 
1 91 , 1 96 (Fed. Cir. 1 984). Mere lawyer's arguments and conclusory statements in the 
specification, unsupported by objective evidence, are insufficient to establish 
unexpected results." In re Wood, Whittaker, Stirling and Ohta, 199 USPQ 137, 140 
(CCPA1978). 

Contrary to applicants' arguments Ogasa does teach solution heat-treating and 
aging Ogasa's alloy. Further the temperatures disclosed by Ogasa for these heat 
treatment steps overlap the solution heat treatment temperature and aging temperature 
disclosed in applicants' specification and recited in applicants' claims 80 and 92 (column 
2, lines 56 to 62). 

Conclusion 

14. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John P. Sheehan whose telephone number is (571) 
272-1249. The examiner can normally be reached on T-F (6:45-4:30) Second Monday 
Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571) 272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 



1700. 




John P. Sheehan 
Primary Examiner 
Art Unit 1742 
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